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Appellants respectfully present their Reply Brief on Appeal as follows: 



PAGE 417 ' RCVD AT 12/1/2005 3:02:41 PM [Eastern Standard Time] ' SVR:USPTO€FXRF-6/28 1 DNIS:2738300 " CSDD:+18479057113 ' DURATION (mm-ss):01-58 



DEC-01-05 03:06PM FROM-CLG FAX 



+18479057113 



T-027 P. 05/07 F-984 



December 1, 2005 
Case No. AUS920010444US1 (9000/48) 
Serial No,; 09/996,130 
Filed: November 28, 2001 
Page 2 of 4 

Appellants maintain their traversal of the §103(a) rejections of claims 1-21 as 
unpatentable over Her* in view of Jacobs. Obviousness under § 103(a) simply cannot be 
established without providing evidence of the motivating force which would impel one skilled in 
the art to do what the applicants have done. Ex Parte Levengood . 28 USPQ24 1300 (BPAI 
1993). While it is true that the motivation of the references need not be the same as Applicants', 
there must be motivation to make the claimed invention. 

The Examiner continues to erroneously argue, in substance, that one of ordinary skill in 
the an would be motivated to combine a system utilizing a cache (Jacobs) to cache documents 
that have been tagged (Here). Even if the Examiner bad correctly summarized the teachings of 
each document, there is no motivation to combine the references. The cited ''aiding a user in 
accessing data in a rapid manner" is entirely summary and non-specific. Since this is the 
Examiner's best (indeed only) argument for a motivation to combine, the Examiner's use of 
impermissible hindsight is clear - only by looking back based on Applicants' teachings could the 
Examiner make such an argument. 

The motivation to combine references can only come from the references, be reasoned 
from common knowledge in the art, or from legal precedent 'The level of skill in the art cannot 
be relied upon to provide the suggestion to combine references." MPEP §2143.01. In this case, 
the Examiner makes no showing that the motivation to combine the references comes from the 
references or that the motivation comes from legal precedent. Thus, the Examiner appears to be 
relying on fc% common knowledge in the an** - however, the Examiner makes no showing of what 
knowledge is common in the art, such as with official notice or an Examiner's Affidavit. As the 
motivation cannot come from the level of skill in the an, the Examiner needs to show facts, not 
allegations, to suppon that it is common knowledge in the an to combine these references. In 
view of the Examiner's failure to make such a showing, the § 103(a) rejection must fall. 
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And, even if there were a motivation to combine, the combination does not teach or 
suggest "determining whether the tag information corresponds to the group interest, and if there 
is correspondence, placing data objects including tag information of said group interest into a 
server cache, 7 ' as claimed. As Applicants have previously noied, Jacobs (on which the Examiner 
relies) teaches a system and method for customing cached data including a method for 
configuring data that is to be cached (i.e., the computer already knows that a piece of data is 
going to be cached) rather than a method of determining whether to cache a piece of data. See, 
1|3 1 of the May 4, 2005 office action- Therefore, Jacobs cannot combine with any reference, 
much less Herz, to leach determining whether the tag information corresponds to the group 
interest and if there is correspondence placing data objects including tag information of said 
group interest into the cache as claimed in claims i, U, and 2 L The teachings of Jacobs do not 
address determining whether to cache information, and therefore, Jacobs teaches away from the 
claimed elements. 

Appellants request withdrawal of the rejections to independent claims 1, ) 1, and 21, as 
well as claims 2-10 and 12-20 depending directly or indirectly from independent claims 1 and 1 1 
respectively. 
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CONCLUSION 

The Examiner's rejections have been obviated by the above remarks. Appellant 
respectfully submits that claims 1-21 fully satisfy the requirements of 35 U.S.C. §§ 102, 103 and 
1 12. In view of the foregoing remarks, favorable consideration and passage to issue of the 
present application are respectfully requested. 
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